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Response to Amendment 

1. The declarations under 37 CFR 1.132 filed 10/10/05 and 1/30/06 are sufficient to 
overcome the rejection of claims 1-37, 39-46, and 51-56 based upon 35 U.S.C. 103(a) in view of 
Freeman, Dang, and Davis. Therefore, the previous rejections are hereby withdrawn. 

2. Now, claims 1-37, 39-46, and 51-56 are presented for examination. New grounds of 
rejection are detailed below. 



Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-37, 39-46, and 51-56 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Potter, U.S. Patent Application Publication No. 2002/01 1 1 826 in view of Leet, 
U.S. Patent No. 6,000,828. 

5. As per claim 1 , Potter teaches a method of managing a healthcare practice participating 
in an insurance network to enhance profitability of the healthcare practice with respect to a 
predetermined reimbursement amount for pharmacy costs, the method comprising: gathering 
data for each of a plurality of physicians in the healthcare practice participating in the insurance 
network regarding management of the pharmacy costs other than those attributed by a medical 
procedure performed directly by each of the plurality of physicians when the physician directly 
administers a medication to a patient to thereby define ancillary pharmacy costs (see 
paragraphs 0040-0041 and 0044); identifying at least one of the plurality of physicians in the 
healthcare practice participating in the insurance network that is at a greater risk of not receiving 
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the predetermined reimbursement amount for the ancillary pharmacy costs from the insurance 
network by prescribing medications that are detrimental to receiving the predetermined 
reimbursement amount for the ancillary pharmacy costs (see paragraph 0052); and after the 
step of identifying, modifying management behavior of the at least one of the plurality of 
physicians at the greater risk regarding the ancillary pharmacy costs to substantially reduce the 
risk of not receiving the predetermined reimbursement amount for the ancillary pharmacy costs 
from the insurance network and thereby increase the profitability of the healthcare practice (see 
paragraphs 0068-0070). 

6. Although it appears that Potter would employee a tangible computer medium for 
recording data since the produced reports appear to be computer generated, the reference does 
not explicitly teach a tangible computer medium for gathering the data. However, gathering 
data in a tangible computer medium is old and well known in the art as taught by Leet in which 
data regarding medical cost information is gathered in a tangible computer medium (see column 
15, lines 1 1-28). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate a computer tangible medium into the system of Potter. One of ordinary 
skill in the art would have been motivated to incorporate this feature for the purpose of reducing 
the amount of paper records needed in Potter by automating the data collection process. 

7. As per claim 2, Potter in view of Leet teach the method of claim 1 as described above. 
Potter does not explicitly teach that the ancillary pharmacy costs are gathered from a database 
associated with a pharmacy network, positioned on a server. Leet teaches gathering data 
regarding pharmacy costs from a database associated with a pharmacy network, the database 
positioned on a server (see column 18, line 49 - column 19, line 13 and column 5, line 65 - 
column 6, line 9). It would have been obvious to one of ordinary skill in the art at the time of the 
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invention to incorporate a computer tangible medium into the system of Potter for the reasons 
given above with respect to claim 1 . 

8. As per claim 3, Potter in view of Leet teach the method of claim 1 as described above. 
Potter further teaches analyzing the ancillary pharmacy costs of each of the plurality of 
physicians in the healthcare practice, calculating an average ancillary pharmacy cost per 
physician for the healthcare practice, and identifying the physicians that have ancillary 
pharmacy costs that are a predetermined percentage greater than the average ancillary 
pharmacy costs per physician for the healthcare practice (see paragraph 0070). 

9. As per claim 4, Potter in view of Leet teach the method of claim 1 as described above. 
Potter further teaches selecting the physician having the highest ancillary pharmacy costs within 
the healthcare practice (see paragraph 0070). 

10. As per claim 5, Potter in view of Leet teach the method of claim 1 as described above. 
Potter does not explicitly teach modifying by educating the at lest one physician on the benefits 
of alternative prescription medications using research literature for comparing the alternative 
medications to the prescribed medication and organizing continued medical education classes 
to educate each of the plurality of physicians in the healthcare practice on the benefits of the 
alternative prescription medications. However, Leet teaches such education by providing 
information regarding alternative prescription medications that can be ranked both by 
effectiveness and by cost (see column 14, lines 8-30). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to incorporate such a feature into the system 
of Potter. One of ordinary skill in the art would have been motivated to incorporate such a 
feature for the purpose of providing enhanced services to physicians based on the constantly 
evolving nature of medical knowledge (see column 11, lines 48-51 of Leet). 
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11. As per claim 6, Potter in view of Leet teach the method of claim 5 as described above. 
Although Potter sets out the treatment-based guidelines for receiving the reimbursement 
amounts, the references does not explicitly teach preparing a list of prescription medications 
that the at least one physician may prescribe that enable the physician to receive the 
predetermined reimbursement amount for the ancillary pharmacy costs. However, Leet teaches 
presenting a list of prescription medications to physicians that the physician may prescribe 
based in part on cost (see column 14, lines 19-30) for the purpose of reducing healthcare costs 
(see column 1 , lines 5-1 1 ). It would have been obvious to one of ordinary skill in the art at the 
time of the invention to incorporate such a feature into the system of Potter. One of ordinary 
skill in the art would have been motivated to incorporate such a feature for the purpose of 
reducing healthcare costs without sacrificing the quality of health care provided to patients (see 
column 1, lines 5-11 of Leet and paragraph 003 of Potter). 

12. As per claim 7, Potter in view of Leet teach the method of claim 6 as described above. 
As described above, Potter does not explicitly teach providing the alternative medications. 
However, Leet further teaches providing customer prescription medication forms that include the 
list of prescription medications that the at lest one physician may prescribe (see Table III). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
incorporate such a feature into the system of Potter for the reasons given above with respect to 
claim 6. 

13. As per claim 8, Potter in view of Leet teach the method of claim 7 as described above. 
Potter further teaches the insurance network comprises one of a plurality of insurance networks, 
the at least one physician participates in the plurality of insurance networks, and wherein the 
step of modifying the at lest one physician's management behavior further comprises preparing 
a list of common prescription medications that are approved by each of the plurality of insurance 
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networks so as to enable the at lest one physician to receive the predetermined reimbursement 
amount for the ancillary pharmacy costs (see paragraph 0042). 

14. As per claim 9, Potter in view of Leet teach the method of claim 7 as described above. 
Potter does not explicitly teach analyzing the patient's prescription history to thereby avoid 
possible adverse prescription medication reactions. However, Leet teaches analyzing the 
patient's prescription history to thereby avoid possible adverse prescription medication reactions 
(see column 18, lines 57-66). It would have been obvious to one of ordinary skill in the art at the 
time of the invention to incorporate such a feature into the system of Potter for the reasons 
given above with respect to claim 6. 

15. As per claim 10, Potter in view of Leet teach the method of claim 9 as described above. 
Potter further teaches providing patient intervention to modify the at least one physician's 
management behavior, the patient intervention including identifying at lest one patient whose 
present prescription medications put the at lest physician at risk for not receiving the 
predetermined reimbursements for the ancillary pharmacy costs and amending the at least one 
patient's present prescription medications to decrease the at least one physician's risk of not 
receiving the predetermined reimbursements for the ancillary pharmacy costs (see paragraph 
0090). Potter does not explicitly teach discontinuing the at least one patient's present 
prescription medications. Leet further teaches discontinuing at lest one patient's present 
prescription medications that have inadequate clinical effect (see column 19, lines 30-34). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
incorporate such a feature into the system of Potter for the reasons given above with respect to 
claim 6. 

1 6. As per claim 1 1 , Potter in view of Leet teach the method of claim 1 0 as described above. 
As noted above, Potter does not explicitly teach discontinuing the patients present medication, 
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however, this is old and well known as evidenced by Leet above incorporated herein. In 
addition, neither Potter nor Leet explicitly teach the use of a physician's letterhead for 
communicating notification of discontinuing a prescription medication. The Examiner takes 
Official Notice that physician's letterhead used for physician communications such as 
discontinuing medications is old and well known in the art. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to incorporate the us of 
physician's letterhead into the combined teachings of Potter and Leet. One of ordinary skill in 
the art would have been motivated to incorporate such a feature for the purpose of providing a 
professional means for communication with patients and pharmacies. 

17. As per claim 12, Potter in view of Leet teach the method of claim 1 as described above. 
Potter further teaches updating each of the plurality of physicians in the healthcare practice, of 
any changes in the management of ancillary pharmacy costs from the insurance network (see 
paragraph 0080). 

18. Claims 13-23 recite substantially similar limitations to those already addressed in claims 
1-12 and, as such, are rejected for similar reasons as given above. 

19. As per claim 24, Potter in view of Leet teach the method of claim 20 as described above. 
Potter further teaches the ancillary medical costs include any costs taken from the listed group 
(see paragraphs 0045-0046). 

20. Claim 25 recites substantially similar limitations to claim with the additional limitation of 
providing a financial incentive to the insurance network and the plurality of physicians in the 
healthcare practice participating in the insurance network to modify the plurality of physicians' 
management behavior of ancillary medical costs that are not as profitable to the insurance 
network which is also taught by Potter (see paragraph 0092). 
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21 . Claims 26-36 recite substantially similar additional limitations to those already addressed 
in claims 12-24 and, as such, are rejected for similar reasons as given above. 

22. Claims 37, 39-46, and 51-56 recite substantially similar system limitations to those 
already addressed in method claims 12-24 and, as such, are rejected for similar reasons as 
given above. 

Conclusion 

23. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• Atallah teaches financial analysis for medical procedures. 

24. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Luke Gilligan whose telephone number is (571) 272-6770. The examiner 
can normally be reached on Monday-Friday 8am-5:30pm. 

25. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on (571) 272-6776. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

26. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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